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United States Circuit Court 


District of New Jersey. 


AMERICAN GRAPHOPHONE Com- 
PANY, 
> Complainant, /{) Equity on 
Reissue Letters 
(Patent Nos. 
NationaL Puoonocrarn Com- \12,095 and 12,096. 
PANY, 


vs. 


Defendant. 





AFFIDAVIT OF DELos HOLDEN. 


Starr or NEw JERSEY, 
By ss. 
Country or Essex. 





DELOS HOLDEN, being duly sworn, deposes 
and says as follows: I am of mature age, reside at 
Upper Montclair, New Jersey, and am a solicitor 
of patents and patent expert. I received a college 
training in science, graduating in 1893 from the 
University of Colorado, and in 1896 from Columbia 
University. For several years I was employed as 
a testing electrician in New York City, on the serv- 
ice lines of an electric lighting company, now 
known as the New York Edison Company. There- 
after, I spent several years in the United States 
Patent Office as an assistant examiner, examining 
applications for patents with a view to determining 
the meaning, novelty and patentability of claims. 
I resigned this position in 1901 and entered my 
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the meaning, novelty and patentability of claims. 
I resigned this position in 1901 and entered my 
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present profession, since which time I have pre- 
pared and prosecuted a large number of patent ap- 
plications in the various arts, and since the latter 
part of 1903 have devoted a large part of my time 
to the phonographie art, including the production 
of molded duplicate records. I have testified in 
suits pending in the Federal Courts upon questions 
relating to the novelty, patentability and infringe- 
ment of the claims of patents, their scope and mean- 
ing. 


One of the suits in which I have testified as an 
expert was a suit brought by the New Jersey Patent 
Company against the American Graphophone Com- 
pany, in the United States Cireuit Court for the 
Southern District of West Virginia, one of the 
“West Virginia Suits” referred to in the affidavit 
of Mr. Massie, on patent No. 831,668, which, as 
shown by the record in that suit, is owned by the 
New Jersey Patent Company, and of which defend- 
ant, National Phonograph Company, is the exclu- 
sive licensee. This patent was granted September 
25, 1906, on an application of Maurice Joyce, filed 
on October 13, 1897. This patent discloses a proc- 
ess of casting duplicate sound records of wax-like 
mavrral ie bot mold, which, as defined in Claims 
3, 4 and 6 thereof, was, in my opinion, being prac- 
ticed by the defendant in the said cause, as shown 
by the proofs taken on behalf of the complainant. 








DEFENDANT, IN ITS PROCESS ALLEGED 
TO INFRINGE IS OPERATING UNDER THE 
JOYCE PATENT. 


Since giving this deposition in June, 1907, I have 
witnessed a. process used commercially by the Na- , 
tional Phonograph Company at its factory in West 
Orange, New Jersey, for the production of molded 
master records, which masters are used for making ‘ 
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molds for the casting of the standard size records 
which are sold to the public. This process, as I 
witnessed it, is accurately described in the deposi- 
tion of Martin Shannon, taken on behalf of the com- 
plainant in rebuttal in said cause, and offered in 
evidence in this cause in complainant's motion pa- 
pers, and in my opinion is a carrying out of the pro- 
cess described in the said patent No. 831,668 to 
Joyce, and particularly Claims 3, 4, and 6 thereof. 

Claim 3 of the Joyce patent No, 831,668 is as fol- 
lows: 








of duplicating sound records in 

vhich con s in casting 

H S tubular record mold, 

fused wax-like ul at substantially the 

same temperature as the mold, cooling the mold 

and contents so as to cause the material to 

shrink away from the surface of the mold, and 

removing the hardened casting longitudinally 
from the mold, substantially as set forth.” 





“The proc 
wax-like materi 







Referring particularly to this claim, the process 
described by Shannon as used by the National Pho- 
nograph Company is a process of duplicating sound 
records in wax-like material and consists in first 
casting within a hot, seamless, tubular record mold, 
fused wax-like material at substantially the same 
temperature as the mold. The molds used are all 
seamless, tubular record molds, and they are first 
heated in an oven until they are so hot that they 
will hiss when touched with a wet finger, like a hot 
flat-iron. The wax-like material is in fused condi- 
tion, being at a temperature of about 375 deg. Fahr., 
and the wax is poured into the mold from a vessel 
having a spout somewhat like a tea-pot. The mold 
is then cooled by setting it in a tank containing 
water for a short time, after which it is taken out. 
After the core has been removed the interior of the 
record is reamed out and the mold is then placed 
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within a water-jacket and cooled until the material 

shrinks away from the surface of the mold, where- 

upon the hardened casting is removed longitudi- 

nally from the mold. This process, therefore, com- 

prises all the steps of Claim 3, performed in sub- 

stantially the manner set forth in the said patent. 
Claim 4 of the Joyce patent is as follows: 





“The process of duplicating sound records 
in wax-like material which consists in cast- 
ing within a hot, seamless, tubular record mold, 
fused wax-like material at substantially the 
same temperature as the mold, allowing the 
material to set, cooling the mold and contents 
so as to cause the material to shrink away from 
the record surface of the mold, and removing 
the hardened casting longitudinally from the 
mold, substantially as set forth.” 





The process of defendant also embodies the pro- 
cess of Claim 4 of said patent, as the material is 
allowed to set prior to the cooling of the mold and 
contents sufliciently to cause the material to shrink 
away from the record surface, whereby the longitu- 
dinal removal of the hardened casting is permitted. 
The material of the record being plastic at this 
time may be readily worked, that is, its bore may 
be reamed out, or it may be expanded by a tapered 
mandrel, as explained in the patent. 


Claim 6 of the Joyce patent is as follows: 
“The process of duplicating sound records in 


wax-like material, which consists in casting 
within a hot, seamless, tubular record mold, 





fused wax-like material at substantially the 
same temperature as the mold, placing the mold 
in a water bath and removing the hardened 
casting longitudinally from the mold, substan- 
tially as set forth.” 
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The said process, as practiced by the National 
Phonograph Company, also embodies this claim of 
the said patent No. 831,668, as the mold is placed 
in a water bath, after being filled and the hardened 
casting is afterward remoyed longitudinally from 
the mold. The dividing of the cooling operation 
into two steps separated by a reaming operation, 
does not, in my opinion, take the process from 
without the language of Claim 6, since the cooling 
means employed by the National Phonograph Com- 
pany operates in substantially the same way to 
produce the same result as the process described 
in the patent, and in my opinion is the equivalent 
thereof. 


The application upon which the said patent No. 
831,668 to Joyce was granted, was filed October 
18, 1897, so that at this date the process was fully 
known to Mr. Joyce. In the West Virginia suit 
referred to, on this Joyce patent, this inventor was 
called as a witness on behalf of the complainant in 
rebuttal, and the testimony of his son, Maurice E. 
Joyce, was also taken. These depositions are in- 
troduced herein in connection with the affidavit of 
Frank L. Dyer, and they clearly disclose a complete 
working knowledge of the process disclosed and 
claimed in said patent No. $31,668 by said Maurice 
Joyce and his son, as early as 1895. 


MACDONALD’S RE-ISSUE PATENT IN SUIT 
NO. 12,095 FOR A DIFFERENT INVENTION 
FROM HIS ORIGINAL PATENT. 


I have read United States patent, re-issue No. 
12,095, dated March 10, 1903, to T. H. Macdonald, 
in suit herein, and original patent No. 682,991, 
granted September 17, 1901, upon which the said 
re-issue patent is based. I find that the original 
patent No. 682,991 directs that after the wax-like 
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composition is introduced into the mold, the mold 
and its contents should be heated up to a tempera- 
ture of 350 deg. Centigrade and this temperature 
maintained for some time. This is a temperature 
of 662 deg. Fahrenheit, which is very much higher 
than that used by the National Phonograph Com- 
pany in making its molded masters, which are 
made from a wax-like composition at a temperature 
of about 375 deg. Fahr. The temperature of 662 
deg. Fahr. could probably be used with some of the 
soap mixtures mentioned in line 60, page 1, of the 
patent, if such composition be not subjected to this 
temperature for more than a short time. 








The re-issue patent 12,095 directs that after the 
mold has been filled with wax the mold and its 
contents should be heated up to about 350 deg. 
Fahr. This temperature, reckoning from zero, 
is about one-half what was directed to be 
applied in the original patent, namely, 350 
deg. Centigrade, or 662 deg. Fahr. so that 
the said re-issue patent is widely at variance 
with the original patents as to the temperature 
directed to be applied and is for a radically different 
invention. From the general information which 
I have about compositions of this sort I do not 
believe that a material that could be successfully 
used at 662 deg. Fahr. would. be in a super-heated 
condition at 350 deg. Fahr., or that one that would 
be in a super-heated condition at 350 deg. Fahr. 
could, under ordinary conditions, be used at 662 
deg. Fahr. 
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IF DEFENDANT INFRINGES, JOYCE'S 
WORK ANTICIPATES. 


The re-issue patent in suit No, 12,095 states 
that the thing sought to be reached by the 
so-called “snper-heating” is that the wax may be 
made limpid: * * * heat the mold and its 
contents up to, say, 350 deg. Fahr. and maintain the 
heat for some time, preferably until the entire mass 
of the wax is in a limpid state.” (Patent p. 1, 
column 2, lines 66 to 7L.) As will be seen on an 
examination of the testimony of Maurice Joyce, 
from eighteen months to two years before applying 
for his patent in 1897, he did precisely the same 
thing as defendant is now doing, as he says that he 
put the mold and wax in an oven and heated them 
as hot as he could get them. Therefore, if defend- 
ant’s present practice is an infringement of com- 
plainant’s re-issue patent, the work of Joyce which 
was identical therewith and was performed long 
before complainant's patents were originally ap- 
plied for, is an anticipation of the patents sued on, 
no attempt having been made to carry Macdouald’s 
alleged invention back any further than his filing 
date in November, 1900. (See testimony of Mau- 
rice Joyce, introduced with affidavit of Frank L. 
Dyer—questions 30-41.) 








DEFENDANT'S PATENTS NOT PUT INTO 
INTERFERENCE WITH JOYCE. 





I observe that the application upon which orig- 
inal patent No. 682,991 to Macdonald was granted, 
and also the application upon which the reissue pat- 
ent No. 12,095 was granted, were both pending con- 
temporaneously with the application upon which 
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the Joyce patent No. $31,668 was granted. Under 
the practice in the Patent Office, where two in- 
ventors claim substantially the same invention, an 
interference proceeding is declared to determine 
which is the prior inventor. Iam informed that no 
interference was ever declared between the applica- 
tion of Joyce and either the original or re-issue ap- 
plication of Macdonald. This fact, therefore, indi- 
cates that the Examiner in charge of the Macdonald 
and Joyce applications did not consider that they 
disclosed the same invention, or had anything pat- 
entably in common with each other, as otherwise it 
would have been his duty to cause an interference 
to be declared between the applications of the two 
inventors. The fact that the Examiner did not take 
any steps toward this end would indicate, to my 
mind, that the claims of the Macdonald reissue 
patent No. 12,095 do not define or include a process 
which would be practiced in carrying out the pro- 
cess described in the Joyce application. Because 
the Joyce application was pending at the time the 
claims were allowed to Macdonald, the Examiner 
must have allowed them under the belief that they 
were narrow claims, directed to the specific process 
of the Macdonald specification, and not infringed 
in carrying out the process disclosed in the Joyce 
application. In the decision of Judge Pratt in the 
Connecticut cases referred to by Mr. Massie in Com- 
plainants’ moving papers, one of the principal rea- 
sons relied on for the finding that the patents there 
sued on were not infringed was that defendant there 
—complainant here—was practicing a patented 
process which the Patent Office had not put into 
interference with the patent sued on when the latter 
was pending in the Patent Office. This portion of 
that decision is quoted at length in Mr. Massie’s 
affidavit to which reference is hereby made. 
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9 
DEFENDANT DOES NOT INFRINGE. 


In my opinion, the process practiced by the de- 
fendant to which I have referred, in the making of 
their molded master records, does not infringe 
either Claim 1 or Claim 3 of reissue patent No. 
12,095, for the reason that the material or composi- 
tion with which the matrix or mold is filled, is not 
maintained in a superheated condition. In practic- 
ing its process the defendant uses material at 375 
deg. Fahr., which is not greatly above its melt- 
ing point, 290 deg. Fahr. (see deposition of Shan- 
non introduced by Mr. Massie), and defend 
object is merely to obtain a heated mold filled with 
completely fused wax-like material at substantially 
the same temperature as the mold, t forth in 
the previously mentioned patent No. 831,668 to 
Joyce. 

No attempt whatever is made by defendant to 
maintain the material in superheated condition af- 
ter its introduction into the mold. In patent in suit 
the material is melted and run into the mold and 
heat is then applied thereto so as to super- 
heat the contents of the mold and maintain it for 
some time in a superheated condition. De- 
fendant, however, does not apply heat vither to the 
mold or its contents after the mold is filled, the 
operation being merely the filling of a hot mold with 
fused wax-like material at substantially the same 
temperature as the mold, and then immediately 
without any further heating and without maintain- 
ing the heat, the mold and its contents are cool- 
ed and the latter allowed to set, that is, to 
congeal within the mold so as to take an impression 
therefrom. This subsequent heating and the subse- 
quent maintaining of the superheated condition are 
made essential in each of Claims 1 and 3 of the re- 
issue patent No. 12,095. These claims are as fol- 
lows: 
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“1. The process of molding sound-records 
which consists in filling a suitable matrix with 
a suitable composition, maintaining the same 
for a length of time in a superheated condition, 
and then suddenly and symmetrically chilling 
it, substantially as described.” 

“3. The process of molding sound-records 
which consists in filling a suitable matrix with 
a suitable material and maintaining the same 
for a length of time in a superheated condition, 
and then suddenly and symmetrically chilling 
the same from the exterior inward, substan- 
tially as and for the purpose described.” 


As defendant, after filling the mold, does not 
“maintain it in a superheated condition” as is re- 
quired by these claims, in my opinion, these claims 
are not infringed by defendant's process, and while 
defendant's practice clearly proves that the main- 
taining of the record composition in a superheated 
condition for a length of time after the matrix has 
been filled, is not essential to the successful molding 
of a sound record, yet both of the claims above 
quoted are limited to this unessential step or detail 
and the patent is therefore so drawn as not to cover 
or include any process in which such a step is 
omitted, as for example defendant's process. 


DELOS HOLDEN. 


Sworn to and subscribed before 
me this 25th day of May, 1908. 
A. WESTEE, 
Notary Public of New Jersey. 
(SEAL) 
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IN THE CIRCUIT COURT OF THE UNITED 
STATES, 


For the District of New Jersey. 


AMERICAN GRAPHOPHONE Co. 
Complainant,{In Equity on 
ae Macdonald Patents 


ms No. 12,095 and 
NATIONAL PHONOGRAPH Co., 
Defendant. 








AFFIDAVIT OF FRANK L. Dyer. 


Stare or New JERSEY, 
County oF Essex. 


FRANK L. DYER, being first duly sworn.on 
oath, deposes and says: 


I am the general counsel for the National Phono- 
graph Company, having general charge of all liti- 
gation in which it is mvolved. I am 38 years of 
age and have been engaged in patent litigation as 
counsel and expert for more than fifteen years. I 
have read the bill of complaint in this cause and 
the affidavits which have’ been filed in the cause, 
and understand the same. I am thoroughly famil- 
iar with the Connecticut cases referred to in the 
affidavit of Mr. Massie in this cause, having testified 
as expert for complainant in those suits (defendant 
here) and kept in close touch with them in all their 
aspects. I am likewise familiar with Judge PLatr’s 
decision in the Connecticut cases, reported in Vol. 
135, Fed. 809. I am of counsel in the West Vir- 
ginia suits referred to by Mr. Massie. 

In paragraph 5 of the bill of complaint herein, 
the decision of Judge PLarr in 135 Fed. 809 is re- 
ferred to as “sustaining” the two Macdonald pat- 
ents Nos. 682,991 and 682,992, and Mr. Massie, in 
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his aftidavit, has endeayored to impress the Court 
with the idea that the decision of Judge Puarr 
amounted to a decision that the two Macdonald 
patents above referred to were valid. As a matter 
of fact, the decision of Judge Prarr had nothing 
whatever to do with the validity of the two Mac- 
donald patents Nos, 682,991 and 682,992. The 
Connecticut suits were brought on Edison patents 
Nos. (67, and 713,209, and the issues presented 
to Judge Parr for decision were the validity and 
infringement of the two Edison patents in suit. 
The Graphophone Company, as I shall designate the 
complainants herein, who were defendants in the 
Connecticut suits, claimed that the process which 
they ied on and which was alleged to infringe 
the Edison patents in suit, was the process of the 
Maedonald patent No. 682,991 and that the alleged 
infringing product was the product covered by the 
Macdonald patent No. 682,992, and this the Court 
found to be the case. The only issue, therefore, 
which involved the Macdonald patents Nos, 682,991 
and 682,992 was whether the process defined therein 
was the same thing as that covered by the Edison 
patents in suit, and was, therefore, an infringement 
thereof, or whether it involved novel features not 
found in these Edison patents. The Court, on con- 
sidering this question, found that the process of the 
Macdonald patents did not infringe the Edison pat; 
ents sued on and that so far as the Ddison patents. 
in suit were concerned, these Macdonald patents, 
Nos. 682,091 and 682,992 contained novelty; but the 
Court, in the Connectient cases did not consider the 
validity of the Macdonald patents Nos. 682,991 and 
682,992 at all, and considered their novelty only as 
compared with the Edison patents in suit and not 
at all as determined by the prior phonograph art 
in general. For instance, the Court did not have 
before it in that case the prior work of Maurice 




















Raymond R. Wile 


ch Library 








13 

















‘ourt Joyce, which is set forth in the depositions of Maur- 
tare ice Joyce and of his son, Maurice E. Joyce, taken in 
matted the West Virginia suits, referred to by Mr. Massie. 
atten I have annexed hereto complete copies of the said 
hing depositions of Maurice Joyce and Maurice E. Joyce 
Maes ‘ ‘ in order that the Court may have before it the en- 
The tire history of Mr. Joyce's earlier work. 
tents In addition to the above, the re-issue patents here 
ted " ¥ sued on are not the same patents which Judge i 
wad PLarr held not to infringe the Edison patents sued 
suit. i on in the Connecticut cases, but as is admitted in 
e the , the aflidavits filed by complainants with their mo- 
1 the tion papers, these re-issue patents now in suit are 
hieh for a different invention from that contained in the 
singe original patents Nos. 682,991 and 682,992, which 
f the were considered by Judge Piarr. In the original 
eged patents Nos. 682,991 and 682,992 it was stated that 
the the wax-like material should be heated to 350 deg. | 
‘ourt Centigrade, or 662 deg. Fahrenheit, whereas in the \ 
fore, z re-issued patents here in suit the temperature to \ 
LOL which it is stated that the wax-like material should 
‘rein be heated has been reduced substantially one-half, i 
lison or to 350 deg. Fahrenheit. Whatever views Judge 
nent 


PLarr may have had with regard to patents Nos. 





not 682,991 and 682, he has never considered the 
con: “re-issues Nos, 12,095 and 12,096 in suit. 
fthe FRANK L. DYER. ‘ 
t- 
Ft Sworn to and subscribed before rn 
vitae : me this 25th day of May, 1908. , 
tthe A. WESTEE, 
+ the Notary Public of New Jersey. 
and (SEAL) 
yas 
not . ‘ 
art 
have e < 
triee 
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IN THE CIRCUIT COURT OF THE UNITED 
STATES. 


Southern District of West Va. 





NATIONAL PHONOGRAPH Co, 
In Equity, on 
vs. Miller & Aylsworth 


Patent No. 683,615. 
AMERICAN GRAPHOPHONE Co. 





NATIONAL PHONOGRAPH Co. 
In Equity, on 
vs. Aylsworth & Miller 


Patent No. 683,676. 
AMERICAN GRAPHOPHONE Co. 





New Jersey Parent Co. 
In Equity, on 
vs. Joyce Patent 


No. 831,668. 
AMERICAN GRAPHOPHONE Co. 


Complainant’s Testimony in Rebuttal taken pur- 
suant to notice at the office of A. M. and E. H. 
Parkins, Room 516, Washington Loan & Trust 
Building, Washington, D. C., on Monday, February 
24, 1908, at 11 A. M., before A. M. Parkins, Notary 
Public in and for the District of Columbia, and 
Special Examiner by consent of counsel. 








Present: 
Herbert H. Dyke, on behalf of complainant. 
8. T. CAMERON, on behalf of defendant. 
DEPOSITION OF Maurice Joyce. 
MAURICE JOYCE, a witness produced on be- 
half of complainants, being first duly sworn, de- 


poses and says in answer to interrogatories by Mr. 
Dyke, as follows, to wit: 
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Question 1. Please state your name, age, resi- 
dence, and occupation? 

A. Maurice Joyce; age, 70 years; oceupa- 
tion, photo-engraver; residence, 922 M Street, N. 
W., Washington, D. C, 

Q.2. Are you the same Maurice Joyce to whom 
United States Patent No. 831,668, for Method of 
Duplicating Phonograms, was granted on Sept. 25, 
1906, upon an application filed Oct. 18, 1897, and 


, which is the patent in suit in the case of New Jersey 


Patent Co. vs. American Graphophone Co.? 

A. Iam. 

Q.3. Was, or was not, the application for this 
patent founded upon actual work performed by 
you? 

By Mr. Cameron: 
Question objected to as leading. 


By Mr. Dyke: 
Question reformed as follows: 


Q.4. How did you come to make this applica- 
tion for patent? 

A. Does it mean why I did it, or how I come to 
do it. I don’t understand it. 

Q.5. I mean to inquire, Mr. Joyce, simply what 
led you to the filing of this application. 


A. What led me to file the application; I made 


the cylinders and they were successful and I filed 
an application for patent. 

Q.6. When, to the best of your recollection, did 
you first make these cylinders? Is there anything 
in your recollection by which you can fix this time? 

A. To the best of my knowledge and ‘belief it 
was some time between 1894 and the time of filing 
the application. I made a change of my business 
in May, 1894; now I may have commenced in 1894 
and probably not until 1895 to experiment. 
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Q.7. You are reasonably certain are you, then, 
that you did this work during 1895? 
By Mr. Cameron: 
Question objected to as leading. 


A. To the best of my knowledge and belief I be- 
lieve I started in 1895. 

Q.8. Did you produce any of the cylinders or 
phonograms during 1895, so far as you can recol- 
lect? 


By Mr. Cameron: 


Question objected to as leading and notice is 
given that if counsel persists in asking leading 
questions of the witness, motion will be made 
to strike the questions and answers from the 
record. 


A. I believe I did. 


Q.9. Explain the work which you did in as brief * 


terms as possible, beginning with its earliest form 
and tracing its development? 

A. I first made the copper mold, then after mak- 
ing the mold I made the records. 

Q.10. How did you make the mold? 

A. By the electrotype process. 

Q.11. Please explain this proce: 

A. TI got a wax cylinder and deposited copper 
upon it. 

Q.12. How were you able to deposit copper up- 
on a wax cylinder? 

A. By suspending the cylinder in an electrotype 
bath; that is, they call it a bath. 

Q.13. Was this cylinder when suspended in a 
bath in the original form in which you got or pur- 
chased it? 

A. I placed it in a suitable case or mold to sus- 
pend it in the copper solution. 

Q.14. Was the copper deposited immediately 
upon the wax itself? 
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17 
By Mr. Cameron: 
Question objected to as leading. 


A. I coated the wax cylinder with plumbago. 

Q.15. Having formed your mold, explain the 
next step of making the wax cylinder, confining 
yourself to your earliest work? 

A. After completing the mold I poured melted 
wax into the mold. 

Q.16. How did you arrange the mold to receive 
the wax? 

A. I prepared a metal base to hold the mold. 

Q.17. Did the two pieces, the mold and base, 
constitute the whole of your apparatus? 

A. Linserted a core within the mold. 

Q.18. Have you now in your possession any 
specimens of the apparatus which you used? 

A. I have. 

Q.19. Can you produce any such specimens? 

A. I have in my possession several molds and 
herewith produce them, together with the bases and 
one of the cores. 

Q.20. Were all the molds which you produced 
made at the same time? 

A. They were made at different times from dif- 

- ferent record cylinders. 





By Mr. Dyke: 


The molds, bases and core produced by the 
witness are introduced in evidence and marked 
for identification, respective “Joyce Mold 
No. 1,” “Joyce Mold No. 
3,” “Joyce Base N Pp 
2,” and “Joyce Core.” 









Q.21. Of the Molds Nos. 1, 2 and 3, was either 
of these molds made at a different time from the 
other? 
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By Mr. Cameron: 


Question objected to as leading. The wit- 
ness should be asked when the molds under 
consideration were made, 


By Mr. Dyke: 


Complainants’ counsel states that the ques- 
tion was asked in the form given to it simply 
to ascertain the relative and not the exact time 
of making the molds. 





By Mr. Cameron: 


Counsel for defendant insists upon the objec- 
tion and protests against the form of the qnres- 
tion as it now appears that the same was inten- 
tionally leading. 


A. They were. 

Q. 22. Which was made first? 

A. The mold marked “1” was made first. 

Q. 23. What, if any, difference ‘is there between 
this mold and those made later? 

A. Mold 1 is a blank; the inside is blank. Molds 
2 and 3 contain a record on the inside of each. 

Q.24. Mention any other differences which you 
may note? 

A. Well, I don’t know how to answer that. 

Q.25. Please compare the upper portion of Mold 
No. 1 with the similar portions of Molds Nos. 2 
and 3? 

A. Mold No. Lhasa slightly flaring mouth. No. 
2 and No. 3 have a larger flare mouth. 

Q.26, What is the purpose of this flaring 
mouth? 

A. To retain the melted wax. 

. 27. When, as nearly as you can recollect, did 

you make Molds 1, 2 and 3? 

A. I can’t give the exact date, but it was some- 
time between the early part of 1895 and ‘the date of 
filing the application. 
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Q. 28. How long, if you can remember, did you 
make Molds 2 and 3, or other molds similar to them, 
before filing the application? 


By Mr. Cameron: 


Question objected to until it appears of ree- 
ord that “other molds similar to them have been 
made” or were made by the witness prior to 
filing the application. 


Q. 29. Embody with the answer to the previous 
question an answer to the following: Are Molds 
2 and 3 all of the molds of this kind which you 
made? 


By Mr. Cameron: 


Question objected to as leading. 


A. I made molds at different times. I made 
from ten to a dozen or more at different times. I 
was making molds for over a year at different times; 
a year or more at different times before filing the 
application. 

Q.30. Please assemble the mold, base and core 
as you used them, and explain how you made the 
record cylinders? 

A. I place the core in the base, the bottom of the 
core fitting in the central opening of the base. T 
then place the mold around the core with the bottom 
of the mold fitting the slight cup-like depression in 
the base. I took a saucepan and put cylinder wax 
and melted it. I put the mold into a gas oven, 
turned on the gas and heated the mold in the gas 
oven. When the mold was heated and in proper 
condition, I took the melted wax and poured it into 
the mold between the core and the mold. After the 
wax had cooled I removed the core and then re- 
moved the cylinder from the mold. 

Q.31. Had you any way of telling how hot you 
heated the mold? 
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A. As hot as I could get it. I sometimes put 
the mold and the saucepan containing the wax into 
the oven and heated them both together. After the 
wax was sufficiently heated I took them both out 
and poured the wax into the mold. 

Q. 32. What do you mean by sufficiently melted? 

A. When it was melted as hot as I could get it, 
so it would flow into the mold. 

Q. 33. Did you always heat the mold? 

A. Always. 

Q.34. I am referring to all your experiments 
from the start to the finish? 

A. When I first started I did not heat the mold. 

Q. 35. What kind of results did you get with the 
cold mold? 

A. I got a defective or imperfect record. 

Q.36. Explain the nature of the imperfections 
of the record so obtained? 

A. The records so obtained were defective with 
blisters and bubbles on the face of the cylinder. 

Q.37. Did the records made with the hot molds 
have these imperfections? 


By Mr. Cameron: 
Question objected to as leading. 


A. The first records I made had some. 

Q. 38. How was it with the rest? 

A. I concluded the trouble was that the mold 
was not sufficiently hot. 

Q. 39. What did you then do? 

A. I heated my mold still hotter. After the 
first were imperfect I got the mold and wax the 
same temperature by putting them both into the 
oven and heating them together. The result was a 
perfect cylinder. I discovered that by having the 
wax and the mold the same temperature there was 
harmony between the wax and the mold and the re- 
sult was a perfect cylinder. 
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Q.40. Explain about the congealing of this cy- 
linder and when it began? 

A. LInever timed the congealing, but it congealed 
slowly. 

Q.41. Please explain further and state when 
you first noticed the congealing after pouring the 
wax under the conditions which you have named? 

A. A few minutes after pouring the wax it con- 
gealed on the edge of the lip of the mold and on the 
upper part of the core, and then there was a slight 
shrinkage of the surplus wax within the lip. Then 
sometimes I cooled the inside core. 

Q.42. Who, if any one, witnessed the work 
which you did with these molds, and which you have 
just described? 

A. My son, Maurice E. Joyce. f 

Q. 43. Having made these record cylinders, what 
did you do with them? 

A. I put them on a graphophone and tested 
them. 

Q. 44. With what result? 

A. Those that were satisfactory I retained, and 
if I found any one not satisfactory I threw it aside. 

Q. 45. Did you manufacture successfully any 
considerable number of molded record cylinders in 
this way? : 

By Mr. Cameron: 
Question objected to as leading. 


A. Ishould judge I made several dozen of them. 
Q. 46. Did you do all of the testing of the records 
yourself? 
By Mr. Cameron: 
Same objection. 
A. When I first started I had no graphophone. 
I took the records, several of them, to the Columbia 


Phonograph Company, and had them tested on their 
machines in their shops on Pennsylvania Avenue. 
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Q. 47. Ty whom? 

A. By» me of the employes. The last one I had 
tested was ted by their manager. 

Q.48. I you know his name? | 

A. I forget his name; but he pronounced them 
perfect records. 

Q. 49. Did you have any conversation with him 
respecting the records? 

A. I am under the impression he told me he 
would like to submit that record to Mr, Easton. ‘ 

Q.50. What did you say to that? 

A. Lobjected at the time. I told him I did not 
care about submitting it at that time. 

Q.51. Were there any other persons to whom 
you talked? 

A. Yes; [ borrowed a graphophone from Stilson 
Hutchins. Before borrowing the graphophone 
from Stilson Hutchins I had some records tested on 
his graphophone. I talked with several persons as 
to my experimental work; as to what I was working 
on. . 

Q. 52. Any one else connected with the Columbia 
Phonograph Company? 





| 
| 


By Mr. Cameron: 


The question objected to as leading. 


A. Oh, yes; with several of the salesmen I was 
acquainted with. I used to buy wax from them, 
and they knew I was experimenting in that direc- 
tion. < 

Q. 53. Did you have any conversation with any 
of the officials of the Columbia Phonograph Com- 
pany? 

By Mr. Cameron: 


Counsel for defendant renews his objection to 
the leading character of these questions and 
specifically objects to the last question as 
grossly leading in character and renews his 
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notice that at the proper time defendant will 
move to strike from the record all of the ques- 
tions and answers open to this objection. 


A. On one occasion the Washington manager of 
the Columbia Phonograph Company called upon 
mé, and introduced a gentleman whom he repre- 
sented as being vice-president of the New York 
Phonograph Company. Both of them asked me how 
I made these records. I refused to tell them how. 
I told them that after the patent was issued they 
would probably know all about it. 

Q.54. What do you mean by the New York 
Phonograph Company in your previous answer? 

A. I mean the New York office of the Columbia 
Phonograph Company. In other words, he told me 
that this man was vice-president of the Columbia 
Phonograph Company. I concluded the man was 
from New York. 

Q.55. What was the material which you used 
for molding the record? 

A. I bought the material from the Columbia 
Graphophone Company; old broken cylinders. 

Q.56. Was what you have related the whole of 
what passed between you and the Columbia Phono- 
graph Company? 


By Mr. Cameron: 
Question objected to as leading. 


A. When first started Mr. Easton was manager 
of the Washington Columbia Phonograph Company. 
I spoke to him and told him TI had a method of 
duplicating cylinders. Now, I think he seemed to 
take an interest in the thing, and a little while after 
that he left for New York. At that time the Colum- 
bia Company had a law suit pending with some man, 
and Mr. Easton asked me if I could duplicate some 
of the flat wax disks. Mr. Easton afterward went 
to New York and I lost sight of him. 
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RECEss. 


Q. 57. Mr. Joyce, I hand you two papers and ask 
you to explain what these papers are and what you 
know about the matters treated of therein? 

A. The paper signed “Robert Fletcher Rogers” 
was in reply to a letter I wrote him, and acknowl- 
edges the receipt of a cylinder I sent him. The let- 
ter is as follows: 





Ropert Frercurr Rogers, 
Attorney at Law and 
Counsellor in Patent Causes. 

45 Broadway. 
Cable Address: Bornocrrs. 


New York, July 5th, 1898. 
Maurice Joyce, Esq., 
No, 414 11th Street, N. W., 
Washington, D. C. 
Dear Sir:— 

I beg to acknowledge receipt of your favor of 
29th ultimo., whieh should have been acknowl- 
edged before, as well as of a graphophone eylin- 
der received by express. I have been unable 
to exhibit this et to the Graphophone Com- 
pany for the reason that Mr. Devine and others 
have been absent from the y. I shall attend 
to the matter with all possible speed and com- 
municate with you according to instructions. 

Very truly yours, 
(Signed) Rorerr PLercrer Rocers. 
The other paper is a letter signed by Mr. Easton 
is one forwarded to me by Mr. Rogers. This letter 
is as follows: 
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EXECUTIVE OFFICES 
COLUMBIA PHONOGRAPH COMPANY 


| 


Sole Sales Agent for the American 
Graphophone Company. 






Bowling Green Offices: 5 
pW Yor’ City 
bs Mr. R. F. Rogers, 
No. 45 Broady 
New York, N. Y. 
My Dear Sir 
We were int 
by you to-day as coming from Mr 
records would not be commer ble, be- | 
cause of harshness and a tendency to run blind; i 
but if made from a permanent master capable 
of refinement and improvement and of very 
cheap and quick manufacture, Mr. Joyee would 
secm to be on the right track, and should be 

encouraged to proceed with his work. 

Yours truly, 
(Signed) E. D. Easton, 
President. 


9 & 11 Broadway. 
; July 9th, 1898. 











ested in the record submitted 
Joyce. Such 












Dictated to and transcribed 
from the new 
GRAPHOPHONE. 


At the suggestion of Mr. Hutchins, who was inter- 3 | 
ested in the thing, T forwarded this cylinder to Mr. \ 
Rogers, in reply to his request for a cylinder. Mr. 
Rogers wanted to submit it to the Columbia Grap- 
hophone Company of New York. I received these 
letters from Mr. Rogers. H 





By Mr. Dyke: 


i 
The letters referred to and spread at length | 
on the record in the preceding answer are in- { 
troduced in evidence and marked “Complain- 
ants’ Exhibit, Robert Fletcher Rogers’ Letter 
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to Joyce, July 5, 1898," and “Complainants’ 
Exhibit, Easton's Letter to Rogers, July 9, 
1898.” 


By Mr. Cameron: 


The letters offered in evidence are objected 
to at this time since the authenticity of the 
same has not been properly proved. They are 
further objected to as immaterial and ir- 
relevant. They are further objected to as only 
embodying a fragment of the correspondence of 
which they purport to be a part, and the re- 
maining parts of this correspondence are or 
were in the possession of the witness and re- 
main unaccounted for. 





STIPULATION. 


It is hereby stipulated between the respective 
parties to this suit that the three molds, two 
bases, the core, and the two letters offered in 
evidence in connection with the testimony of 
this witness may remain in the custody of the 
complainants, subject to production at any time 
upon reasonable notice. 


Q.58. Have you any further portions of this cor- 
respondence in your possession, to your knowledge? 

A. I could not find any. 

Q.59. Did you endeavor to find it? 

A. Yes. I searched for it, and was unable to 
find any. 

Q. 60. How did you forward the cylinder to Mr. 
Rogers? 

A. By express. “ 

Q.61. You wrote Mr. Rogers, I presume? 

A. Yes. 

Q. 62. Did you keep a copy of the letter? 

A. No. 

Q. 63. How did you come to preserve the two let- 
ters which have been introduced? 
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A. I filed them with some other papers, and I 
found them when I searched for them. 

Q. 64. How was it that you came to preserve 
these particular letters and apparently did not pre- 
serve the remainder of the correspondence? 

A. I did not make a copy of any of my letters 
forwarded to Mr. Rogers. 

Q. 65. Did you ever get the cylinder back from 
Mr. Rogers? 

A. No. 

Q. 66. Where is that cylinder now if you know? 

A. I believe that Mr, Rogers still has it in his 
possession. 


Direct examination closed. 
Cross-examination of witness by Mr. Cameron: 


x-Q. 67. Mr. Joyce, I call your attention to the 
mold and base No. 1, which has no record in reverse 
on the interior of the mold. I take the core offered 
here in evidence and insert it inside of the cylinder 
with its smaller end downward, and ask you if when 
you first tried to mold wax in this cylinder you used 
it in the condition I now show it with the core in 
position within the mold? 

A. I did. 

x-Q. 68. Please tell me the earliest date to which 
you are willing to swear when you used this mold 
No. 1 in this position? 

A. To the best of my knowledge and belief it 
was from eighteen months to two years prior to 
the filing of the application. I think I would be 
justified in swearing to two years. ‘ 

x-Q. 69. I have no doubt, Mr. Joyee, of your en- 
tire candor, but this is a matter that occurred a 
good many years ago, and I again wish to ask you 
as to the earliest date to which you are willing to 
make oath that you used this device; and in answer- 














1 
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ing the question please tell me how you fix the date, 
: if you can positively fix on any date? 

A. In May, 1894, I made a change in my busi- 
hess, aud it was some time after that change that I 
commenced on this record:or cylinder. 

x-Q.70. Am I to understand from your answers 
that you know it was after May, 1894, and prior to 
Oct. 13, 1897, but that you cannot undertake to fix 
the date any nearer than that? 


By Mr. Dyke: 


Question objected to as without foundation Mo 
in the testimony which this witness has already 
, given, the wit1 having just testified that he 
f used Mold No. 1 in the manner described at 
at least from eighteen to twenty-four months 
prior to the filing of his application. This is 
evidently an effort on the part of defendant's 
counsel to make an admission entirely in con- 
flict with what witness has heretofore stated, 
: 4 ‘since defendant’s counsel could not haye un- 
derstood from the witness’ statements that the 
witness cannot undertake to fix any date any” 
nearer than May, 1894, or October, 1897. 











By Mr. Camer 








Defendant's counsel calls attention to the 
fact that the statements contained in the pre- 
ceding objection by complainants’ counsel were 
not in accord with the facets. The witness has 
not testified that he used the Mold No, 1 at 
least from cighteen to twenty-four months 

. prior to the filing of his application, but merely 
has expressed it as his “belief” that he so used 
it. Question 69 called for the earliest date 
to which he was willing to make oath, and in 
answer thereto the witness states that he 
changed his busi in-1894 and that it was 
. some time after that change. Defendant's 
. counsel insists that the question is not only a 

proper one, but one that was designed to be 

perfectly fair to the witness, who is certainly 
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able to state whether or not he can fix the 
date any nearer than he has done, and the 
question is insisted upon. 


By Mr. Dyke: 


Complanants’ counsel states that if the ques- 
tion asked be construed to be merely the query 
“Whether or not he can fix the date any nearer 
than he has done,” that it is certainly a proper 
question, and that he has no objection thereto; 
but Complainants’ counsel must insist upon 
his objection to the question as originally put. 





By Mr. Cameron: 


Defendant's counsel replies that the ques- 
tion as it stands on the record is the question 
to which he demands an answer to from the 
witness. 


By Mr. Dyke: 
Former objection renewed. 


A. My memory is bad on dates; it never was 
good on dates. T don’t know that I can fix the 
exact date. The fact is that I experimented, and 
it was sometimes over a week and sometimes over 
a month before I took it up again. I know I was 
some time working on the thing. I feel satisfied 
it was over a year before I made application. I 
find it right hard to go back and fix upon anything 
that would remind me of the earliest time that I 
started the thing, so us to swear to the date, 

x-Q. 71. Did you purchase all of the wax that 
you used in these experiments from the Columbia 
Phonograph Company? 

A. I purchased some and the young man there 
gave me some broken cylinders; threw them in. 

x-Q.72. Did you purchase the first wax which 
you used from the Columbia Phonograph Com- 
pany? 
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A. I got it; I don't know whether I purchased 
it or not. I got some and purchased some. The 
wax that I got was old broken records; all the wax | 
that I used was from Columbia records. | 
x-Q. Are you willing to swear that the first 
A 4 wax you obtained from the Columbia Phonograph 
Co. was not obtained in the Spring of 1897? | 
A. I cannot say, | 
} 





4 x-Q. 73. I observe that the core which you say 
you employed has a smooth exterior surface, I i 

. call your attention to a picture showing a mold 
with a smooth bore mounted on a base and having 
an interior tapering core which core, however, has if 
a spiral groove formed thereon; and ask you if, 
with the exception of the spiral groove, it is not 
like the mold No, 1 with the core insérted therein? 

A. I would say that this mold is in more than 
one picee. The top is separate from the body part. 

x-Q. 74. That is the only substantial difference 
outside of the fact that the core has a spiral groove 
on it, is it not? 

A. It is different here; the base is different, j 
and the upper end is different. That I consider 
an additional piece. 


By Mr. Dyke: 


The foregoing question, and any examina- 
tion along this general line, is objected to for 
the reason that the witness has not qualified 
as an expert skilled in the comparison of one 

. patent with another, or as an expert skilled 
in the reading of drawings. This witness was 
offered purely as a fact witness, and this testi- 

. mony being out of the scope of the direct ex- 
amination is objected to as improper cross- 
examination. H 

‘ 





x-Q. 75. At the time you began your experiments 
. Aid you know it was old in the talking-machine art 
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nants’ to make ‘a blank cylinder by pouring the molten 
uty 9, wax into a cylinder having a smooth interior sur- 


face, which cylinder is mounted on a base support- 
ing a tapering core within the cylinder, and having 
a flaring mouth part to readily conduct the molten 





jected wax into the space between the core and the interior 

of the ; ; face of the cylinder? 

ey are . 
nd irs By Mr. Dyke: 

stonly 

nce of ' + Counsel for complainants feels that he must 

we re- protest most strongly against this improper 

are or effort to transform a witness simply to facts 

ud re- 2 * as to what his own practice has been into an 


expert witness who shall inform the court what 
the art was prior to the doings of this witness. 
The question is objected to as incompetent, 
there being absolutely nothing on the record 
to show that this witness is qualified to answer 





vective such a question; and it is further objected to 
s, two on the ground that it is not at all within the 
red ot scope of a proper cross-examination. Defend- 
ey 


ant’s counsel is notified that if he persists in 
of the this line of questioning he will have made the 


time witness his own. 





By Mr. Cameron: 


\is cor- q s SE ae 
ledge? ‘ Defendant’s counsel replies that in his di- 
rect examination inquiry was made of the wit- 
ness as to how he came to make the application 
and when he first made the cylinder in ques- 
ble to tion. The question objected to by complain- 





ants’ counsel is one calling for a fact entirely 

to Mr. within the knowledge of the witness, viz., as 

* to whether he knew at the time he says he made 

cylinder No, 1 that it was old to make a eylin- 

der of the kind described in the question. De- 

\ fendant’s counsel declines to make the witness 
his own and insists upon the question. 





By Mr. Dyke: 


vo let- In view of the foregoing statement by defend-— 
ant’s counsel, further objection is made on the 











ground that the question is entirely immaterial, 
what this witness did being precisely the same 
thing entire’ respective of any information 
he may hav to the prior state of the art. 
Defendant's counsel is asking a question which 
can only properly be asked of an expert witness 
introduced in his behalf. 











A. I did not. 

x-Q.76. When you first began your experiments 
I understand you to say that you employed a cold 
mold, is that correct? 

A. Yes. 

x-Q. 77. And subsequently you adopted the prac- 
tice of heating the mold, did you not? 

A. Idid. 

x-Q. 78. Please tell us what it was that led you 
to try the use of a hot mold instead of a cold mold? 

A. The results from the cold mold were not satis- 
factory. 

x-Q.79. Well, why did you then try a hot mold? 
What led you to do this? 

A. To see if I could get better results. 

x-Q.80. Had you learned that it was old in the 
casting art in casting certain articles of wax to em- 
ploy a hot mold? 

A. Thad never seen it done. 


By Mr. Cameron: 


Question repeated. 
By Mr. Dyke: 


Same objection as to x-Q. 75. Complainants’ 
counsel must in: in the direct examina- 
tion the witness was asked only what he had 
done and not what information he had prev- 
iously obtained. The question is clearly with- 
out the scope of the direct examination. 
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A. Thad read about casting candles. 

x-Q. 81. In hot molds? 

A. I believe the molds were hot or warm. 

x-Q. 82. Did you not say to me a few moments 
ago that you read in an encyclopedia about casting 
candles in hot molds? 

A. Either hot or warm; I can’t swear that they 
were hot; they were either hot or warm. 

x-Q. 83. And this led you to the casting of your 

. wax in hot molds, did it not? 

A. I had cast a wax cylinder in a copper mold 

years previous to that patent (indicating Edison 
s patent No. 414,761). 

x-Q. 84. You are an electrotyper, are you not? 

A. I am an electrotyper, an engraver, photo 
engraver, stereotyper, and a printer. 

x-Q. 85. And your business made you more or 
less familiar with the genaral art of casting, did it 
not? 

A. Iam familiar with the art of casting stero- 
types. 

x-Q. 86. And you knew that it was common prac- 
tice to cast various materials in a hot mold, did you 
not? 

A. I knew it was common practice to cast stere- 
otype plates in a hot mold. 

x-Q. 87. Your invention as I understand it con- 
sists in casting fused wax-like material into a hot 
mold, the wax-like material and the mold being of 
substantially the same temperature, cooling the | 
mold and contents so as to cause the material to 
shrink away from the surface of the mold, and 
then removing the casting, does it not? } 








‘ By Mr. Dyke: . ‘ 


Complainants’ counsel again insists that this 
witness was produced to testify to what he had 
, 
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done and that the witness is not called upon 
to define his invention. The witness is notified 
that his invention is defined in the claims 
of his patent and he is instructed that he need 
not answer this question unless he is ordered to 
do so by the Court, upon proper application. 


By Mr. Cameron: 
The question is insisted upon. 


By Mr. Dyke: 


It is further objected that counsel for defen- 
dant in framing this question has included only 
a portion of one of the claims of the patent, 
as defining the invention, when as a matter 
of law the entire claim is necessary to define 
any invention. 


A. I refuse to answer this question. The speci- 
fication is sufficient. 

x-Q. 88. Did you make this invention set out 
in the specification? 

A. I did. 

x-Q. 89. Did you employ a hot mold? 

A. Idid. 

x-Q. 90. Did you cast in said mold fused wax- 
like material? 

A. I did. 

x-Q. 91. Was said material at substantially the 
same temperature as the mold? 

A. The mold and material were both inserted 
into a gas oven. They were kept there until the 
wax was melted and were taken out and were both 
of the same temperature to the best of my judg- 
ment. 

x-Q. 92. Were the mold and contents cooled to 
cause the material to shrink away from the sur- 
face of the mold? 2 

A. I sometimes cooled the mold and sometimes 
set the mold aside to cool of itself. 
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x-Q. 93. And did this cause the material to 
shrink away from the surface of the mold? 

A. The cooling did. : 

x-Q, 94. Was the result any different when you 
employed a hot mold from what it was when you 
employed a cold mold? 

A. The results were different. 

x-Q. 95. You say you cast the record by pouring 
the molten wax into the hot mold, then cooling the 
mold to cause the material to shrink away from the 
mold. What do you mean by “casting”? 

A. It is hard for me to define “casting” in the 
absence of a dictionary. 

x-Q.96. I did not ask you to define “casting” 
but what you mean by casting? 

A. Now in stereotyping we pour the metal into 
the mold, we call that “casting,” the result from 
that we call the “cast.” I would call pouring this 
wax into this mold “casting,” and I would call the 
resulting cylinder a “cast.” 

x-Q. 97. As a practical operation how would 
pouring molten wax into a hot mold differ in the re- 
sult obtained from dipping a cold mold into the hot 
wax and then removing it before the hot wax which 
had congealed on the cold mold had melted? 








By Mr. Dyke: 


This question is without foundation in the 
direct examination of this witness, it not ap- 
pearing that the witness has any information 
about dipping a cold mold into molten wax and 
removing it therefrom before the hot wax which 
had congealed on the mold had melted. The 
question is objected to as incompetent and as 
not within the scope of the cross-examination. 


A. I don’t know, never having seen the opera- 
tion last-named. 
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x-Q. 98. You stated, I beneve, that when you un- 
dertvok to cast a record in a cold mold the re- 
sulting record was defective by reason of what you 
termed “blisters,” and “bubbles.” Will you please 
tell us what you meant by bubbles on the cast rec- 
ord? 

A. I would call them small indentations and 
some larger ones. When you pour hot wax into 
that cold surface it shrinks away from it and does 
not run sharp, and does not run into the undula- 
tions of the record groove. In other words, it does 
not run “home.” . 

x-Q.99. Then by “bubbles” you meant indenta- 
tions, is that correct? 

A. Yes, indentations. 

x-Q.100. And I presume you meant that these 
indentations were caused by bubbles? Is that 
right? 

A. Yes, that is right. They are caused by the 
cold air in the mold. 

x-Q.101. You say that when you first brought 
this matter of your cast records to the attention 
of the manager of the Columbia Phonograph Co. in 
Washington he pronounced them good records? 

A. Yes. 

x-Q.102. Was that before or after you filed 
your application? 

A. I think it was after. : 

x-Q. 103. How long after this was it that the 
gentleman who was introduced to you as the vice- 
president of the Columbia Phonograph Company of 
New York visited you? 

A. I cannot say. 

x-Q. 104. Was it before or aftér you sent, as you 
allege, a record to Mr, Rogers in New York? 

A. I think it was before, but I am not certain. 
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x-Q.105. It is stated in your patent that the 
heating of the mold slightly expands it. Was this 
the object in heating the mold? = 

A. The object was to expand it and at the same 
to enable the wax to run sharp into the lines of the 
mold. 

x-Q.106. How did heating the mold cause the 
wax to run sharp into the lines? 

A. Melted wax will run wherever you pour it 
provided the surface against which you pour it is 
warm or hot so as not to chill it. For instance, you 
can take a piece of stereotype metal and draw a 
series of lines in that metal and if the wax is warm 
it will take up all the fine lines, if the plate and 
wax is warm. If you pour the wax onto a cold plate 
the lines will not run sharp. 

x-Q.107. Then you think you could not get a 
sharp impression or casting if the molten wax were 
brought in contact with a cold mold? 

A. I believe not, the wax is very sensitive to 
cold, particularly. 

x-Q.108. As I understand you, you found this to 
be true when you undertook to cast a record cylin- 
der into a cold mold, did you not? 

A. Idid. 

x-Q.109, And the invention which you finally 
sought to patent therefore put forward as one of its 
characteristics that the mold must be a hot mold, 
did it not? 

A. The mold in my judgment must be a hot mold 
in order to get good results, or a good cast. 

x-Q.110. And that is the reason why you em- 
phasized in the description which you gave of your 
invention, when you drew your patent application, 
that the mold must be a hot mold, was it not? 

A. Yes. 

x-Q.111. And you would regard a process of 
casting a record which brought a cold mold into con- 
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tact with the molten wax as a different process from 
that of your invention, would you not? 

A. That depends upon the composition of the 
mold; further I think a metal mold, unless heated, 
always carries a chill with it unless heated in some 
manner. 

x-Q.112. Quite right. But you would regard a 
process of casting a record which brought the mol- 
ten wax into contact with a cold mold as different 
from your invention, would you not? 

A. Well, I am not sufficiently expert to define 
that. I can only explain as far as I went with the 
process. 

x-Q. 113. Did your invention include the use of a 
cold mold? 


. By Mr. Dyke: 


The question is objected to as defendant's 
counsel is again endeavoring to have the wit- 
ness define what his invention was. There is 
no objection to the witness answering questions 
as to what he did, but he has not qualified or 
shown in any way that he is competent to de- 
fine what is an invention and what is not an in- 
vention. 


A. The specifications and claims say what it is. 
In answer to that I should say that the invention 
is whatever they allow you in the claim. 


Adjourned fo meet at eleven A. M., Tuesday, 
February 25, 1908. 


Wasnincton, D. C., Feb. 25, 1908. 
Met pursuant to adjournment. 


Present: Parties as before. 


Cross-examination of Mr. Maurice Joyee con- 
tinued. 


Ls, 
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x-Q.114. When you first set out with these ex- 
periments, your object was to produce molded dupli- 
cates of the commercial wax sound-records, was it 
not? 

A. My object was to duplicate records. 

x-Q.115. And did you know of any records other 
than the commercial wax séund-records? 

A. I bought records from the Columbia Phono- 
graph Company which they told me were duplicate 
records. 7 


By Mr. Cameron: 
Question repeated. 


A. I knew of no records except those I pur- 
chased. 

x-Q.116. And those were the cylindrical records 
made of material which you have been referring to 
in the testimony as of wax, were they not? 

A. I believe so. . 

x-Q.117. And it was your object when you first 
started out to see if you could not mold duplicates 
of these records, was it not? 

A. My object was to duplicate those records. 

x-Q.118. By molding or casting? 

A. By casting in a mold. 

x-Q.119. And the first mold you made was one 
that did not have any record lines on the interior 
of the mold, was it not; in other words, it was the 
smooth bore mold No. 1 which you have shown us? 

A. This, I believe, was the first mold I made to 
cast a cylinder. 

x-Q. 120. Did you expect to get a duplicate rec- 
ord from a smooth bored mold? 

A. I did not. 

x-Q.121. Then why did you use such a mold? 

A. IT wanted to see if the cast would deliver from 
the mold; that is, I wanted to see if the graphophone 
wax would deliver. 
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x-Q.122. In other words you wanted to learn 
whether the wax would contract sufficiently to per- 
mit the cast to be taken out of the mold? 

A. I did. 

*~ x-Q.123. As a matter of fact, did you know at 
that time that it had been old for over forty years 
to cast wax jnto a smooth bored mold and, when the 
wax had been cooled, the casting was then readily 
withdrawn from the mold? 


By Mr. Dyke: 
Same objection as to x-Q. 75. 


A. I did not at the time I made this mold. 

x-Q.124. You subsequently used a mold, I un- 
derstand, that had a record in reverse on the interior 
of the mold, did you not? 

A. Idid. 

x-Q. 125. And.later on in your experiments you 
heated this mold so that it was at about the temper- 
ature of molten wax and after the mold was heated 
and the wax melted you poured the melted wax into 
the mold, did you not? 

A. I did. ’ 

x-Q. 126. And you then chilled the mold and its 
contents and then withdrew the molded record from 
the mold, did you not? 

A. I did. 

x-Q.127. As a matter of fact did you know, at 
the time you allege you did this, that it had been old 
for over thirty years to heat a mold and melt wax, 
the heat of the mold being at approximately the 
same temperature as the molten wax, and then pour 
the melted wax into the heated mold, then chill the 
mold and contents, and withdraw the cast wax from 
the mold? 


By Mr. Dyke: - 


Same objection as to x-Q. 75. This question 
is without the scope of the direct examination. 
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A. Not at the time I made these casts. 

x-Q.128. I understand you to say you are a 
printer? 

A. Tam. 

x-Q.129.  T suppose you know then what a prin- 
ter’s inking roll is? 

A. Ido. 

x-Q. 130. At the time you were making these ex- 
periments, did you know, as a matter of fact, that 
it was common and well-known in the art in making 
printers’ rolls to pour the molten material for the 
rolls into a previously heated mold, then chill the 
mold and contents and after chilling to withdraw 
the cast roll from the mold? 








By Mr. Dyke: 


The objections already made to questions 
ealling for the knowledge of the witness at the 
time of his work in making record cylinders 
are repeated as to this question. 


A. I know it was common to pour printers’ roll 
composition into cold molds. I never saw the com- 
position poured into a heated mold. The composi- 
tion for printers’ rolls does not shrink in the same 


manner that wax-does, and hence it is not necessary 
to heat the molds, and the mold is not cooled in 


order to withdraw the roll from the mold. 

x-Q.131. In practicing your invention after you 
finally got it completed, you prepared a tubular 
mold having the record in reverse on its interior, 
did you not? 

A. I made a mold upon the record. 

x-Q. 132. And this mold which you made was 
made by electro-deposition of copper on the record? 

A. It was. 

x-Q. 133. And it had the record in reverse on its 
interior, did it not? 

A. Yes. . 
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x-Q.134. You then introduced the molten mate- 
rial into this mold around the core, did you not? 

A. Idid. 

x-Q. 135. You then caused the material to set, 
did you not? 

A. I did. 

x-Q. 136. And also to contract?” 

A. The material contracted in setting. 

x-Q. 137. Now, let us understand each other: 
When the material begins to congeal and finally as- , 
sumes a solid state while yet quite soft, it has set, 
has it not? 

A. Well, now, I scarcely know how to answer " 
that question, The mate s within the mold and 
I can’t tell the condition of it just then. 

x-Q.138. It is not fluid, is it? 

A. It is not fluid, after it congeals, naturally. 

x-Q. 139. Each particle of the material then is 
set or fixed in approximately the position which it 
will occupy in the finished casting, is it not? 

A. I think that is a technical question for me to 
answer. 

x-Q. 140. After you made your mold with the 
record in reverse in its bore and poured the molten 
material into the mold around the core, you per- 
mitted it to first s from the fluid to the congealed 
or semi-solid state, did you not? 

A. I permitted it to pass into the solid state 
within the mold. 

x-Q. 141. If you take one of these finished wax 
records and subject it to any material pressure, it 
would break, would it not? 

t A. Thave broken waxrecords pushing them upon 
the holder in the graphophone; they have dropped 
on the floor and broken. I have never tried how 
much pressure they would stand. 

x-Q. 142. I call your attention to the first lines 
at the top of the first column of page 2 of your pat- 
ent, in which you say that 
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“a good way to apply 

wait until the wax 
~ serew down the tape 

(italics mine). 


pressure, however, is to 
partly set and then 
ng core into its base 1” 






and I ask you what you meant wl ier you used the 
expression “set” as you did? 

A. The object of that was that if there was a 
doubt as to the sharpness of this wax mold, pressure 
could be applied to the core to force it down into the 
base, but I found that this was not necessary and it 
was never used. 

x-Q. 143. You have not answered my question. 
I did not ask you what the object was, I 
what you meant by the expression “ 
specification? 

A. Well, cooled, set when it got beyond the fluid 
state. 

x-Q. 144. And does not the material thus set or 
get beyond the fluid state before it gets cold? 

A. I should judge so. 

*x-Q. 145. Now, returning to my x-Q. 135, after 
you had made the mold with the record in reverse in 
its bore and had poured the molten material into 
the mold around the core, the material then “set,” 
did it not? 

A. It set provided the atmospheric conditions 
were not too warm to keep it in a fluid state. 

x-Q.146. And the atmospheric conditions you 
took care to be in such condition that the material 
would thus set, did you not? 

A. Yes. 

xQ. 147. Now, after you had made your mold 
with the-record grooves in reverse in its bore, and 
had poured the molten material into the mold 
around the core, and had caused the material to set, 
you then still further cooled the material to cause 
it to contract away from the mold, did you not? 












ed you 
* in your 
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“A. I sometimes cooled the material and some- 
times did not. I sometimes cooled it when I was 
in a hurry to get it out. 

x-Q.148. By that you mean that you either 
cooled it or let it cool? 

A. I sometimes cooled it, or I let it cool if*l was 
not in a hurry, 

x-Q. 149, And when the material was contracted 
you withdrew it from the mold lengthwise? é 


A. Idid. 
x-Q.150. I understand then that in practicing 
your invention you made a mold by the electro-de- , 


position of metal on the original record, thereby 
getting a mold with the record in reverse in its bore, 
that you then poured molten material into the mold 
around the core, permitted the material to set, then 
cooled the material or permitted it to cool, thereby 
causing it to contract, and then took the record out ; 
of the mold. Is that correct? { 
A. It is. 
x-Q. 151. Now the only thing which you did in , 
practicing your process and which I omitted from | | 
| 





the last question was the fact that you heated the r 
mold before you poured the material into it, was 
that not so? 

A. I can’t keep the run of that, but I admit that 
I heated the mold. 

x-Q. 152. What did you do in practicing your in- 
vention, other than the heating of the anold, which 
is not mentioned in my x-Q. 150? 

A. I would rather you would ask me a direct 
question rather than answer that. 

x-Q.153. I have no doubt of the perfect truth 
of your last auswer but I am doing the questioning 3 
here and shall have to be permitted to put my ques- 
tions in my own way. I again ask you, is there any- 
thing except the heating of the mold, which you did 
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in practicing your invention which I have not in- 
cluded in my x-Q. 150? 


By Mr. Dyke: 


Objection is made to the manner in which the 
defendant’s counsel is proceeding with his 
questioning, its evident purpose being to con- 
fuse the witn The question is further ob- 
jected to for the reason that it calls for a con- 
clusion. 





By Mr. Cameron: 


Counsel for defendant replies that he has 
sought to show this witness every consideration, 
since it is perfectly evident that the witness is 
seeking to answer the questions propounded to 
him in good faith. Counsel for complainant, 
however, in his direct examination has seen fit 
to draw out from the witness what he did in 
aaking this invention, and it is defendant's un- 
doubted right to go into this matter fully and 
get a statement from the witness as to just 
what he did. This is the sole purpose of the 
question objected to and it is therefore insisted 
upon. 


A. As I understand the question that is the only 
thing I did. 


Cross-examination of witness closed. 


Re-direct examination by Mr. Dyke: 


Rd-Q. 154. Mr. Joyce, as you understand the sub- 
ject, is a casting operation confined to the filling of 
a mold by pouring? . 

A. There are several ways of casting. In cast- 
ing type the metal is pumped into the mold. In 
casting stereotype plates now-adays the metal is 
pumped into the mold. In the old method of cast- 
ing stercotypes the molds were immersed into the 
molten metal. In casting monotypes or linotypes 
the metal is pumped into the mold or matrix. 
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Rd-Q. 155. I gather from your answer that you 
mean to say that a casting operation can be made 
by other modes than pouring, is that right? 


By Mr. Cameron : 
Question is objected to as grossly leading. 


s 
A. Yes. 

Rd-Q, 156. Since you do not regard pouring as 
an essential to casting, what do you regard as the 
essential features in a casting operation? 








By Mr. Cameron: 


The question is objected to unless the witness 
is offered as an expert in casting, and counsel 
for complainants s warned that if the question 
is persisted in, de 
right of cross-examining the witness as an ex- 
pert in casting. 





By Mr. Dyke: 
Question withdrawn. 


Rd-Q. 157. Who, if you know, was the man 
named as Mr. Devine in the letter of Rogers in evi- 
dence as Complainants’ Exhibit Robert Fletcher 
Rogers Letter to Joyce July 5, 1898? 


By Mr. Cameron: 


Counsel for defendant objects to the question 
as not proper re-direct, since in his cross-exam- 
ination the witness was not asked a single ques- 
tion in the remotest way relating to the subject- 
matter of the question just propounded to the 
witness. 





A. Lunderstood Mr. Devine to be the ‘vice-presi- 
dent of the Columbia Phonograph Company. 


By Mr. Cameron: 


Answer objected to as hearsay. 
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47 
RECEss. 


Rd-Q. 158. Mr. Joyce you have been asked about 
the statement in your patent that the mold is ex- 
panded by heating. Did you endeavor to make any 
particular use of this expansion of the mold when 
you carried on the work of making molded dupli- 
cate cylindrical sound-records to which you have 
testified? 

By Mr. Cameron: 

Question objected to as not proper re-direct. 

A. I knew that the metal expanded and shrunk 
on cooling, and I wanted to take advantage of what- 
ever results there might be from the expansion and 
contraction thereof. 

Rd-Q. 159. How was this of advantage to you? 

A. I don’t know that there was any advantage; 
I thought if there was I would take advantage of it. 
I knew that the metal expanded upon heating and 
shrunk upon cooling. : 

Rd-Q. 160. State as nearly as you can how long 
a time elapsed from the making and using of Mold 
No. 1, which has a blank interior surface, until you 
made a mold having a record groove in reverse upon 
its interior surface and cast a record cylinder there- 
in? 

By Mr. Cameron: 
Question objected to as not proper re-direct. 
By Mr. Dyke: 

Attention is directed to x-Q. 117, to x-Q. 122, 
and the answers thereto, as showing that this 
mold and its purpose have been inquired about 
during the cross-examitation of this witness. 

By Mr. Cameron: 

Counsel for defendant states that this matter 


was also gone into on direct examination and 
that the question now propounded to the wit- 
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ness relates to information which should have 
been brought out on such ¢ mination ; 
that defendant was entitled to such information 
in conducting such cross-examination and, 
moreover, that the question propounded does 
not relate to any matter specifically brought 
out by such cross-examination. 











A. It may have been a few days between the 
time, probably a week; I can’t tell exactly the time. 


Re-direct examination closed. 


Re-cross examination of witness by Mr, Cameron: 


Rx-Q.161. Was it not your idea that the mold 
when heated would expand and that upon cooling 
after the casting was allowed to partially set therein 
the mold would shrink and thereby exert a pressure 
on the casting and that you hoped to thereby get a 
more sharp impression? - 

A. I may have thought so at the time, but found 
that the shrinkage of the wax was greater than that 
of the mold, and found that the contraction of the 
mold did not have any cffeet upon the cast duplicate 
because the contraction of the wax was greater than 
that of the mold. 

Rx-Q. 162. But at the time you made your appli- 
cation you specifically mentioned the expansion of 
the mold due to the heating, did you not? 

A. Yes, this heating expands the mold slightly. 

Rx-Q. 163. And you thought at that time that 
the contraction of the mold would exert pressure 
upon the cast, did you not? . 

A. I may have thought so. 

Rx-Q. 164. Asa matter of fact, did you not know 
that it was old at that time to use a heated’ mold in 
making a duplicate sound-record, which mold of 
course would contract when it cooled and thus exert 
pressure against the duplicate within the mold? 
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By Mr. Dyke: 


The question is objected to as a further at- 
tempt on the part of defendant’s counsel to 
inquire into what the witness knew when he per- 
formed the operations which he has specified, 
as distinguished from what he did, which was 
what the question originally propounded to the 
witness was directed to. The objection is that 
the question is not proper cross-examination, 
for this reason. 








A. I did not. I never saw a duplicate cast rec- 
ord until I made one. 


Examination of witness closed. 
Signature and certificate waived. 


MAURICE E. JOYCE, a witness produced on 
behalf of complainant, being first duly sworn, testi- 
fies as follows in answer to interrogatories by Mr. 
Dyke, to wit: 

Question 1. Please state your name, age, resi- 
dence and oceupation? 

Answer. Maurice E. Joyce; age 32 years; resi- 
dénce 922 M St., N. W., Washington, D. C.; oceupa- 
tion, Half-Tone Operator and Electrician, 

Q.2. Mr. Joyee, T place certain articles before 
you which are marked as exhibits in this suit as 
Complainant's Exhibit Joyce Mold No. 1, Complain- 
ants’ Exhibit Joyee Mold No. 2, and Complainants’ 
Exhibit Joyce Mold No. 3. Please state what these 
articles are, if you know? 

A. They are copper molds for phonographic 
cylinders. © 

Q. 3. L also show you certain other physical ex- 
hibits in this suit marked Complainants’ Exhibits 
Joyce Base No. 1, Complainants’ Exhibits Joyce 
Base No, 2, and Complainants’ Exhibits Joyce Core. 
Please state what these articles are? 
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A. The bases used in connection with molds for 
phonographie cylinders. The core is also used in 
connection with molds for phonographic cylinders. 

Q. 4. Did you ever see these various exhibits be- 
fore, and if so, where? 

A. Thave, and in the annex to the Evening Star 
Building, Washington, D. C. 

Q. 5. In what portion of the Star Ann 

A. By that do you mean on what floor? 

Q. 6. Answer as best you can, Mr. Joyce. 

A. Third floor, also the fourth. 

Q. 7. To what is that floor of the Star Building 
Annex devoted? 

A. To Maurice Joyce Engraving Company. 

Q. 8. Do you know Maurice Joyce, who has just 
testified in this case? 

A. Yes, sir. 

Q. 9. Who is he? 

A. My father. 

Q. 10. Has he any connectian with the Maurice 
Joyce Engraving Company, of which you just 
spoke? 

A. Yes, sir. Tle is part owner of that business. 

Q. 11. What does your father do? 

A. He is an engraver. 

Q. 12. Where does he work? 

A. At the Joyce Engraving Company's plant. 

Q. 13. That is the plant in the Star Building to 
which you have just referred, is it not? 

A. Yes, sir. 

Q. 14. Where are you employed? 

A. Maurice Joyce Engraving Company. 

Q. 15. Where were you employed during the 
years 1894-1897? 

A. To the best of my reeoilection by the Stand- 
ard Engravi ing Company and the Maurice Joyce 
Engraving Company. 
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Q. 16. Were you familiar with what your father 
was doing during those years? 


By Mr. Cameron: 
Objected to as leading. 


A. Along certain lines, yes. 

Q. 17. State what you know, if anything, about 
the molds, bases and core which you have just iden- 
tified? 

A. I saw the molds during the process of making 
from time to time; I saw the bases used in connee- 
tion with the molds; I also saw the mandrel or core 
used in connection with the bases and molds. T also 
saw molds cast of wax. [ saw bases, molds, man- 
drels or céres, together with wax placed in an dven, 
after which they were removed from the oven, the 
mold filled with wax, cooled or allowed to cool, and 
removed, placed upon a mandrel or core, and put on 
a phonograph fitted with a reproducer and heard 
tones of various kinds. 

Q. 18. Who did this work? 

A. Mr. Joyce, my father. » 

Q. 19. By the “mandrel or core” last mentioned 
in the answer that you have just given, do you mean 
the same mandrel or core which is an exhibit in this 
suit? 

A. I mean the mandrel or core exhibited, or one 
similar to it. 

Q. 20. Could a record be placed upon a phono- 
graph mandrel with a core like that in it? 

A. At that time, yes. 

Q. 21. Have you any recollection of the time 
when the operations to which you have testified to 
as having witnessed were performed, and is there 
anything in your life or experience by which you can 
fix this time? If so, please state the time as near 
as you can and anything by which you can fix that 
time. F 
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A. As near as I can recollect I should judge it 
to have been in the neighborhood of 1892 to 1894. 
I think that I left school in 1893, and believe that 
it was about that time that these experiments were 
carried on. 

Q. Can you fix this time with any certainty? 
A. None other than as stated. 

Q. 23. When was the change made from the 
Standard Engraving Company to the Maurice Joyce 
Company, if you know? * 

A. Iremember the change but cannot state when 
it took place. 

Q.24. Can you fix the time of these operations § 
relative to that change of business? 

A. To the best of my knowledge it was before 
and after. 





Direct examination closed. 


Cross-examination of witness by Mr. Cameron: 


x-Q. 25. Mr. Joyce I do not understand you to 
say that you have seen records made by the use of 
the identical molds and bases and core offered here 
as exhibits, do I? . 

A. Yes, sir. 

x-Q. 26. All three of the molds? 

A. That I cannot state, nor can I state that they 
were made from these molds, but I have seen records 
molded by this process by my father, Mr. Joyce. 

x-Q. 27. By what process? 

A. By placing mold in base, then placing man- 
“drel or core in base, placed in gas oven, together 
with wax, after wax had melted poured into mold, 4 
after cooling, core or mandrel and mold removed, 
and have seen said cast placed upon mandrel, put in . 
reproducing machine, and have heard musical 
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Ike it sounds, and tones. One of the casts that I heard on 
1894. a phonograph made by said process I think was a . { 
that : Russian March. 
were x-Q. 28. Then you do not wish to be understood | 
as swearing that you have seen these identical molds \ 
inty? employed in making casts, do you? | 
. A. The molds as exhibited, or similar ones, I ean. Hy 
on ; By Mr. Cameron: 
t B Question repeated. 
mpien A. I could only do so after hearing a cast made 
3 % ‘s from exhibited molds. 
Ons 
. By Mr. Cameron: | 
fore 
Question repeated and the witness’ attention } 
called to the fact that he is asked whether he : | 
wishes to be understood as swearing that he has } 
seen these identical molds employed in making P 
casts. 
A. I donot. 
x-Q.29. Did you ever see these identical bases 
‘ employed in making casts? 
ou to A. Isaw bases that I believe to be these exhibits. 
ise of x-Q.30. Are you willing to swear that they were 
here these exhibits? | 
A. Yes; because I have never seen any other j 
than these. 
. X¥Q.31. Please examine Exhibit Mold No. 1. 
they Did you ever sce a record made in a mold like that? 
cords A. I cannot without the aid of a magnifying 
ed, glass tell whether or not Mold No. 1 has been made 
: from a blank or a record. Therefore I cannot say 
man- whether I have seen a cast record made from said 
other mold. 
wold, a ‘ x-Q.32. Then you do not wish to be understood 
oved, in your answer to Q. 17 as saying that you have seen 
tin g ¢ easts placed upon the mandrel of a phonograph 


tsical = 


fitted with a reproducer and heard tones of yarious 





Raymond R. Wile 
Research Library 








54 


kinds,—I say you do not wish to be understood as 
saying that the tones you heard reproduced were 
taken from a cast like Mold No. 1? 

A. Ido not. 

x-Q. 33. You did not make this exception when 
you were testifying in answer to Q. 17, did you? 

A. I did not, for the reason that in answer to Q. 
17 I did not have particularly mold No. 1 in mind. 

x-Q. 34. You had just identified these molds, 
had you not? 

A. Thad. - ; 

x-Q.35. And you were asked to state what you 
knew if anything about the molds, bases and core 
which you had just identified and in answer thereto 
you gave the answer under Q. 17, and you did not 
except Mold No. 1, did you? 

A. When I identified the exhibit I did so because 
I believed that they were the ones I saw originally, 
and the only ones that were in existence when I first 
saw them. 2 

x-Q. 36. Did you ever see any other molds sim- 
ilar to No. 1? 

A. May I ask in what respects? 

x-Q. 37. Did you ever see another mold just like 
No. 1? 

A. Ido not understand what you mean by “just 
like No. 1° No. 1 may or may not be a mold of a 
blank. 

x-Q.38. You have undertaken to identify this 
mold. You have it before you, and I again ask you 
if you ever saw any other mold like it? If you 
know you can say so. If you don’t know you can 
say that. ‘ 

A. I have seen molds similar to it. 

x-Q. 39. Did you ever see one like Mold No. 1? 

A. Now, that’s a question that I am trying to 
answer with justice to myself and all concerned, 
but I cannot unless the attorney specifies in exactly 
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what respects I have seen, or have not seen, others 
like it. 

x-Q.40. The fact is you do not know whether 
you have ever seen other molds like this or not, do 
you? 

A. That I cannot say, because, as before stated, 
I cannot tell whether or not the mold was made 
from a record cylinder or a blank. If I say that it 
is made from a record and it proves to be a blank I 
am wrong. . 

x-Q. 41. Now as you do not know whether this 
is a mold from a blank or from a record, how are 
you able to identify it as the mold which you have 
‘seen before? 

A. Isaw the molds which were made by coating 
a record or a blank eylinder with plumbago im- 
mersed in a solution of copper surrounded by an 
anode, a current applied, copper deposited on said 
blank and record, and I believe that the exhibits be- 
fore me are those made by Mr. Joyce, my father. I 
have seen them a number of times since they have 
been made, and they all have the general appearance 
of having been made by that method. 

x-Q. 42. Now, Mr. Joyce, don’t you know that 
there are tens of thousands of such molds made in 
precisely the manner which you have just described? 

A. Ido not. 

x-Q. 48. If such is the fact, and I assure you it 
is a fact, is there anything about these particular 
molds that enables you to say that these are the ones 
that you saw made? 

A. If molds similar to these are made I have 
never seen them. I can call to mind that I think T 
can recognize these molds through their thickness. 

x-Q. 44. Do you know whether your father made 
any molds in the year 1897? 
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A. Ido not. I cannot call to mind anything 
that happened in 1897 in connection with these or 
any molds. 

x-Q-45. Do you remember any change which 
your father made in his business in 1894? 

A. I know that a change was made. Whether 
or not it was in 1894 I cannot with any degree of 
certainty say. 

x-Q. 46. Your father has stated that he made a 
change in his business in 1894 and that he knows 
he commenced experiments after he made that 
change in his business. If this is true then you are 
mistaken in your idea that you witnessed these oper- 
ations in the neighborhood of 1892 to 1894, are you 
not? 

A. If Mr. Joyce has stated that he commenced 
operations along this line in that year I will state 
that I do not care to contradict him, and my ques- 
tion was answered in accordance with the best of 
my knowledge and belief. 

x-Q.47. Will you make oath to having seen any 
of these experiments in the year 1892? 

A. No. 

x-Q. 48. In 1893? 








A. No. 
x-Q. 49. In 1894? 
_ A. No. 
x-Q. 50. In 1895? 
A. No. 
x-Q. 51. In 1896? 
A. No. - . 
x-Q. 52. In 1897 or 1898? 


A. No. 

x-Q. 53. The fact is that these events occurred a 
good many years ago and you cannot positively fix 
the year in which you think you saw them. Is not 
that true? 

A. Yes, sir. 
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x-Q.54. You say your father placed the mold in 
an oven and heated it before he poured the melted 
wax into the mold, is that right? 

A. It is. 

x-Q. 55. Did you ever sce him mold the casting 
without heating the mold? 

A. Ihave. 

x-Q.56. Did you ever hear any of the casts that 
were thus made reproduced on a graphophone or 
phonograph? . 

A. I cannot say that I have. 

x-Q. 57. Can you say that you have not? 

A. No. 

x-Q.58. Did you ever hear the castings that 

. were made in a hot mold reproduced on a grapho- 
phone or phonograph? 

A. Lhave. : 

x-Q. 59. You are positive that they were not cast- 
ings that had been made in a cold mold? 

A. Tam.- 

x-Q. 60. When did you hear such reproductions? 

A. On one occasion I saw a cast made by means 
of the heated mold, saw that cast placed on the 
machine, and heard musical tones from it, and I be- 
lieve that the said cast was a reproduction of a 
Russian March. I do not know when. 

x-Q. 61. Is that the only occasion upon which 
you are willing to swear that you heard a reproduc- 
tion from a casting made in a heated mold? 

A. Yes, being the first it made an impression, 
but after then I heard them on several occasions but 
I could not swear that they were made in heated 
molds. 

x-Q. 62. Was the Russian March cast made in a 
mold like No. 3? 

A. I believe it to have been. 

x-Q. 63. Was it made in a mold like No. 

A. I believe it to have been. 
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x-Q. 64. Was it made in a mold like No. 1? 

A. I believe No. 1 to be a mold of a blank, and 
consequently no. 

x-Q. 65. Did you ever see any ¢asting made in 
any one of these molds Nos. 1, 2 and 3 when said 
mold was heated? 

A. I cannot swear that I saw casts made from 
these nolds exhibited, but I can swear that I have 
seen casts made from molds whose general appear- 
ance resembled the exhibits, with the exception of 
No. 1, which as before stated I believe to be a blank. 








Cross-examination closed. 


Deposition closed. 


Signature and certificate waived. 
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Iu the United States Circuit Court 


j For the District of New Jersey. 





AMERICAN GRAPHOPHONE CoM- 
. PANY, In Equity on 

. Reissue Patents 
vy. Nos. 12,095 








2.096. 
ATIONAL PHONOGRAPH CoM- and 12,096. 
PANY, 


N 











ON MOTION FOR PRELIMINARY 
INJUNCTION. 


. | 
BRIEF FOR DEFENDANT. 
i On the filing of its bill of complaint complainant 
served motion papers for a preliminary injunction 

on reissue patent No, 12,095. Replying affidavits 

have been filed by defendant. The motion for a 

preliminary injunction is now to be heard on the 

bill and aflidavits filed therewith and defendant’s 

affidavits in reply. 


| 
. There are many reasons why the preliminary in- 
a junction prayed for should be denied, but in our 





opinion each one of the following reasons is in itself 
sufficient ground for refusing the preliminary in- 
junction: 
I. The reissue patent No. 12,095 has never been 
adjudicated, nor is there any adequade substitute 
‘ r offered for prior adjudication. 
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If. Complainant’s reissue patent No, 12,095 is 
for a different invention from that of the original 
and is therefore void. 

III. Defendant's operations are carried on un- 
der a patent of its own—the patent of Joyce, No. 
$31,668, 

IV. Defendant does not infringe. 

V. Joyce did precisely what defendant is now 
doing several years before Macdonald's alleged in- 
vention, so that if defendant is held to infringe, the 
patent in suit is anticipated by Joyce's prior work. 








Reissue Patent No. 12095, Has Never Been 
Adjudicated. 


It is, of course, well settled that as a general 
proposition a preliminary injunction will not be 
granted upon a patent which has never been adjudi- 1 
cated. | 





Reed Mfg. Co. y. Smith, 107 Fed., 719, 
(C. C. A.) 
* George Frost Co. y. Kora Co., 127 Fed., : 
Alphons Co. y. Heinicke Co., 135 Fed., 552. 





To this rule there are occasional exceptions, as 
where long acquiescence in the validity of the pat- 
ent is shown or an interference terminating in favor 
of the patent, etc. The substitute which complain- 
ant offers for prior adjudication is that complain- 
ant haying been sucd upon certain patents to Edi- 
son successfully justified under the patents here in 
suit. It clearly appears from the affidavit of Frank 
L. Dyer that the Court in the Connecticut suits 
passed on the validity and infringement only of the 
Edison patents there in suit and as to the Mae: 
donald patents here in suit the only thing decided 
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in the Connecticut cases was that the process 
of these Macdonald patents did not infringe 
the Edison patents. Furthermore, the work of 
Maurice Joyce, which is fully described in the 
depositions of Mr. Joyce and of his son, Maurice 
E. Joyce, attached to the affidavit of Mr. Dyer, and 
wh as will be seen hereafter, is a complete an- 
ticipation of reissue patent 12,095 in suit, if that 
patent be construed to cover the process practiced 
by defendant, was not before Judge Platt when he 
decided the Connecticut cases. If the Court 



















should be inclined to regard the decision of 
Judge Platt in the Connecticut cases as the 








equivalent of a prior adjudication for the purpe 
of this motion, the evidence offered as to Joys 
prior work would bring this case within the well-es- 
tablished rule that prior adjudication of validity 
will not control on any subsequent motion for pre- 






liminary injunction where new evidence is intro- 
duced which, if introduced in the prior cause, would 
probably have atfected the decision. There are 
many in which this doctrine is enunciated. 
See for example, Western Electric Co. v. Keystone 
Co., 115 Fed., 809, Penn. Co. y. Cleveland Co., 140 
Fed., 348. 






Il. 


Reissue Patent No. 12,065 is for a Different Inven- 
tion from that of the Original Patent and 
is therefore Void. 


The original patent No. 682,991, which was 
granted Sept. 17, 1901, specitied that the material 
which was placed within the mold in order to form 
the record, was to be maintained in a superheated 
condition for a length of time. The only tempera- 
ture mentioned in the specification was 350 deg. 
Centigrade, which is equal to 662 deg. Fahrenheit. 
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In the reissue patent No. 12,095, issned March 10, 
1903, the only temperature mentioned 0 deg. 
Fahrenheit. It is at once seen that the temper: 
ture mentioned in the original and reissue patents 
are widely at variance, the latter, reckoning from 
zero, being only about one-half of that mentioned 
ual patent. There is nothing in the 
complainant’s motion papers to justify the assump- 




















tion that the statement in the original patent is an 
error and that the said error arose by inadvertence, 
accident or mistake other than the broad alleg: 
tions in paragraph JV of the bill of complaint. 
These allegations are, however, mainly conclusions 
of law. It is clearly incumbent upon the complain- 
ant to prove the facts as to the communication by 
the alleged inventor to his patent solicitor, and the 
facts which led to the commission of an error by 
“the patent solicitor’s clerk” through “inady 
tence, accident or mistake.” Not only are the 
insufliciently pleaded but they have not even been 
brought before the Court by atlidavit and there is 
nothing in the record to warrant the Court in find- 
ing as a matter of law that there was any error and 
that the same arose by inadvertence, accident or 
inistake such as would justify the grant of the re- 
issue patent. The reissue patent, as we have shown, 
never having been adjudicated in a suit in which the 
validity of said patent was at issue, the grant of 
the reissue patent clearly does not afford suflicient 
presumption of its validity to warrant the issuance 
of a preliminary injunction. 

Furthermore, we maintain that the reissue pat- 
ent, on account of the wide departure from the or- 
iginal patent as to temperature specified, upon 
which temperature the claims is void on 
its face as being drawn to cover a different inven- 
tion from that claimed in the original patent. This 
matter is discussed in the affidavit of defendant's 
expert, Mr. Holden. 
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In the following cases the Courts have indicated 
the extent to which a] it may be: corrected by 
reissue and the rule se: to be that the patentee 
is allowed to ma 
vary 








ke only such changes as will not 
or change the invention disclosed in. the 
ginal patent. 

In the case of Russell vs. Dodge, 3 Otto 460 
(U. 8.), the Supreme Court, after referring to 
statute providing for reissues, used the following 
language: 





or 








“And as a reissue could only be granted for 
the same invention embraced by the original 
patent, the specification could not be substan- 
tially changed, either by the addition of new 
mnatter or the omission of important particu- 
lars, so as to enlarge the scope of the invention 
as originally claimed.” 















In the © cited the original patent covered a 
process for the treatment of leather by a fat liquor, 
and stated that the fat liquor must be heated, the 
specification being explicit in this particular, and 
leaving no doubt on the subject. The reissue pat- 
ent purported to coyer the use of the fat liquor, 
either hot or cold, thus including processes not con- 
templated by the original patent. The Court held 
the reissue to be invalid, ing that the Commis- 
sioner of Patents, in granting the reissue, had ex- 
ceeded his authority, and also pointing out that: 

















“The evident object of the patentee in secking 
ue was not to correct any defects in 
specification or claim, but to change both, and 
thus obtain, in a patent for a different in- 
vention. This result the law, as we have seen, 
does not permit.” 











In the present case, it is evident that the pat- 
entee has changed both the specification and the 








6 


claims the meaning of which rests upon the specifi- 
cation, and has thus obtained, in fact, a reissued 
patent for an invention different from that of the 
original patent. 

In the case of the American Heat Insulating Co. 
1, Johustone & Co., 52 Fed. 228, decided by the 
it Court of Appeals of this Circuit, a reissue 
patent had been sued upon and said reissue dif- 
fered from the original patent in that the latter 
specified that a non-conducting covering for boilers, 
steam, water and other pipes of the patent should 
be of a thickness of one-half inch or more, while the 
reissue patent was not limited in this particular, 
The Court found the reissue patent to be too in- 
definite as to the thickness of the covering claimed, 
and that the reissue had enlarged the claim and was 
invalid. 

In United States Dairy Co. vs. Smith, 19 Fed., 
97, the patent related to the making of a product 
from margarine, the original patent having made 
the use of the udder nee in obtaining from 
margarine the resulting material, and there having 
been no suggestion that it might be dispensed with. 
In the patent, as reissued, the use of the udder was 
stated to be “expedient.” The Court held that if 
the use of the udder was not a part of the claims of 
the reissue, then the latter claimed an invention not 
suggested or indicated in the original patent and 
was therefore invalid. This finding was made on a 
motion for prelimi injunction, and the Court 
held that while the proofs for final hearing might 
put the case in a ditferent aspect, the foregoing con- 
siderations were sufficient to require that the 
motion for injunction be denicd. 
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Il 
De .s Operating Under Joyce Patent 
No. 831, 668. 


In the affidavit of Mr. Molden, complainant's pro- 
cess, as described by the witness Shannon, whose 
testimony introduced with the affidavit of Mr. 
Massie, is compared with the claims of the Je 
patent and is identified therewith. The proposi- 
tion that the defendant is operating under the pat- 
ent to Joyce admits of no doubt whatsoever. This 
was precisely the situation presented in the case of 
National Phonograph Co. vy. American Grapho- 
phone Co., 135 Fed., 809, relied on by complainants. 
In that case the Graphophone Co., being sued on 
the Edison patents Nos. ( 62 and 713,209, justi- 
fied their action under the patents now in suit, and 
the Court, in upholding their contentions, laid great 
stress on the fact that they were operating under 
patents of their own. Judge Platt also emphasized 
the fact that the preswmption that the Macdonald 
patents under which the Graphophone Co. justi- 
fied in the Connecticut suits were for a different in- 
vention from the Edison patents there sued on, by 
reason of the fact that while the patents there in 
suit and by which the Graphophone Co. justified in 
that case were pending at the same time in the Pat- 
ent Office, they were not interposed in interference. 
The same situation exists here, for the applications 
for the original patents which were afterwards re- 
issued to form the reissue patents here in suit, and 
the reissue applications themselves, were pending 
in the Patent Office while the application for the 
Joyce patent was pending, yet neither of these ap- 
plications was placed in interference with the Joyee 
application, The reason for this, as pointed out in 
the deposition of Mr. Molden, was evidently that 
the claims of the Macdonald patent No. 12,095, be- 
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ing limited to maintaining the heat of the mold and 
its contents for a length of time after the mold is 
filled with molten wax, ave specific to the Macdon- 
ald invention and do not apply to the invention of 
Joyce. 

The rule of law applying where the defendant on 
a motion for preliminary injunction is operating 
under a patent of his own is well stated in the case 
of Felt & Tarrant Mfg. Co. y. Mechanical Co., 129 
Fed., 386, as follows: 


“The defendant's machine is constructed un- 
der letters patent to Turek No. 679,348, dated 
July 30, 1901, and No. 720,086, dated Feb. 14, 
1903; and the defendant upon this hearing 
(hearing on motion for preliminary injunc- 
tion) is entitled to the benefit of the presump- 
tion, from the grant of letters patent, of a sub- 
stantial difference between the inventions. 
Kokomo Penee Machine Co, vy. Kitselinan, 189 
U8, 8? 





See also opinion of Judge Lanning, in Brookfield 
y. Elmer Glass Works, 132 Fed., 315. 

The facts in the present case are quite similar to 
those in Ashton Valve Co. vs. Coale Muffler & 
Safety Valve Co.,52 Fed., 319. In the case referred 
to, the complainant sued upon a patent granted 
in June, 1884, and the defendant was operating un- 
der a patent issued in April, 1884. The applica- 
tion upon which the defendant’s patent was granted 
was filed prior to the tiling of the application upon 
which the complainant's patent was based, just as 
in the present case. The Court held that under 
such circumstances the burden of proof was upon 
the complainant to establish a prior use of the ma- 
chine by a preponderance of testimony over that of 
the defendant to the contrary. In the present case, 
the complainant has not, and is manifestly unable 
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9 
‘as to produce, any proof as toa carrying on of the in- 
is vention of reissue patent No. 195 prior to the 









ne date of the wi done by Joyce, in 1895, or even 

of prior to Joyce's filing date, namely, October 13, 
1897. 

m The same principle was enuneiated by Judge 


Coxe, in the case of Westinghouse Electric & Mfg. 
Co, vs. Saranae Lake Electric Light Co., 108 Ped, 
222, wherein the date of filing of the application of 




















. the original ent, on which the reissue in suit was 
based, was November 13, 1888, in the following 

Te language: 

ul 

(h, “It is conceded that the invention is antici- 
Ti pated unless the complainant has succeeded in 
u showing that it was made in June, 1883,—over 
)- five years prior to the time when Kennedy 
to the application and filed it in the 





he. swor 
. United States Patent Office. 
“The patent being anticipated, if the date of 
the application be taken as the date of the in- 
yention, the burden rests upon the complain- 














Md ant to satisfy the Court that the invention was 
made at an earlier date. There is no presump- 
fo tion in favor of such a patent. The burden 
& which rested upon the defendant in the first in- 
ul stance has been transferred to the complain- 
ul ant, and it must furnish the Court with con- 
n= : vincing proof that the anticipation has been 
le, anticipated.” 
“l 
m1 In the case at bar, the defendant shows that Mae- 
iS* donald’s patent was anticipated by the work of 5 
v Joyce in 1895 and the filing of his application in 
no” 1897. Macdonald did not tile until November, 1900, 


and no attempt has been made to carry back his 
date of invention. 
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IV. 


Defendant does not Infringe. 


This subject is clearly and convincingly treated 
in Mr. Holden's affidavit under this heading. The 
claims of reissue patent No. 12,095 are limited, per- 
haps unnecessarily, but, nevertheless, they are lim- 
ited to filling the mold with a suitable composition 
and then “maintaining the same for a length of time 
in a superheated condition.” This step is not prac- 
ticed by defendants, who simply pour hot molten 
wax into a hot mold, making no attempt to main- 
tain the mold and its contents in a superheated con- 
dition. The mold stands exposed to the air upon a 
table and both the mold and the molten wax poured 
therein begin to cool as soon as the mold is filled, 
The process of complainant's patent, on the other 
hand, is to do precisely what is set out in the claim, 
that is, to first fill the mold with molten wax and 
thereafter to apply heat to the exterior of the mold, 
‘ by means of steam introduced within a jacket sur- 
rounding the mold, and by this means the mold and 
its contents are maintained in a heated condition 
for a length of time after the mold has been filled 
with the molten wax. We cannot see how the view 
can be entertained for a moment that the process 
practiced by defendant is described in the claims 
of Macdonald's reissue patent, No. 12,095. 

The law is well settled that in order that there 
may be infringement of process claims, all of the 
steps of the claim must be performed. For ex- 
ample, in the case of Kennedy vs. Solar Refining 
Co., 69 Fed., 717, the Court said: 











“A process pateat, when involving a combin- 
ation of different elements, is similar to a pat- 
ent for a combination of mechanical devices. 
No infringement of the latter can be sustained 
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unless every one of the constituent elements is 
employed. * * * And similarly, in analog) 
to the law covering the infringement of combin- 





ation patents, it is held that infringement of a 
patented art <o s only in the performance 
of all the acts of which it is composed, or their 
equivalents, in the manner and in the order in 
which they are claimed in the patent. 3 Rob., 
| Pat. Sec. 925.” 











4 See also Cotter vs. New Haven Copper Co., 13 
Fed., 234; and Heller ys. Bauer, 19 Ped., 96. 


V. 
If Defendant Infringes, Joyce’s Prior Work 
Anticipates. 


The entire deposition of Maurice Joyce and the 
deposition of his son, Maurice E, Joyce, taken in 
the West Virginia suits rred to by Mr. Massie 
in his affidavit, have been introduced in connection 
with the affidavit of Fre . 

These proofs show very 
Joyce, from eighteen months to-two years before ap- 
plying for his patent in 1897, did precisely the same 
thing that defendant is now doing. Attention is 
directed particularly to Mr. Joyce's answers to ques- 
tions 30, 31 and 32 in his deposition in the West 








that Maurice 

























ig Virginia suits: ss d 
hie Q30. Please assemble the mold, base and 
ma core as you used them. and explain how you 
ng made the record cylinders? 
: A. I place the core in the base, the bottom 
. of the core fitting in the central opening of the 
Ins base. I then place the mold around the core 
nth. with the bottom of the mold fitting the slight 
PR. cup-like depression in the base. I took a sauce- 
ae pan and put cylinder wax and melted it. I 
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put the mold into a gas oven, trimmed on the gas 
and heated the mold in the gas oven. When the 
mold was heated and in proper condition, 1 
took the melted wax and poured it into the 
mold between the core and the mold. After the 
wax had cooled [ removed the core and then re- 
moved the cylinder from the mold. 

Q31. Had you any way of telling how hot 
you heated the mold? . 

A. As hot as I could get it. I sometimes 
put the mold and the saucepan containing the 
wax into the oven and heated them both to- 
gether. After the wax was sufficiently heated 
1 took them both out and poured the wax into 
the mold. 

Q32. What do you mean by sufficiently 
melted? 

A. When it was melted as hot as I could 
get it, so it would tlow into the mold. 


From the above and from the whole deposition of 
Mr. Joyee and that of his son, Maurice KE. Joyce, 
it will be apparent that what defendant is 
now doing is the same thing that was done by 
Maurice Joyce as early as 1895. If Macdonald’s 
reissue patent No, 12,¢ roustrucd to cover de- 
fendant’s process, it must also include and is an- 
ticipated by the work of Mr. Joy whose deposi- 
tion clearly shows knowledge and use of defend- 
ant’s present pr from three to five rs before 
the date of Macdonald's orig 





















CONCLUSION. * 4% 


We submit we have shown not only that the re- 
issue patent No. 12,095 has never been adjudicated, 
but that it is clearly invalid as being for a different 
invention from that of the original patent and as 
having been fully anticipated by the work of Joyce, 
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and that the defendant is merely practicing the 
process which was worked out by Joyee before Mac- 
donald entered the field, and which was patented to 
Joyce on an application filed more than three years 
ahead of Macdonald's application. We have also 
shown that the claims of the reissue patent in suit 
are limited to an unessential detail, namely, the 
maintaining of the material within the mold, for a 
length of time, in a superheated condition, which 
step is not practiced by the defendant. It would 
therefore seem clear that there is no merit in the 
complainant’s case, and that this motion should be 
denied, especially in view of the fact that prelim- 
inary injunctions are granted only in cases which 
are free from a reasonable doubt. See: 




















Westinghouse Co. vs. Montyomery Co., 139 
Fed., 868. 

Thomson-Houston Co. vs. Wagner Co., 130 
Fed., 902. 

Clereland Fdry Co. vs. Silver & Co., 134 
Fed., 591. 

Western Electric Co. vs. Keystone Tel. Co., 
115 Fed., S09. . 


Respectfully submitted, 


FRANK L. DYER, 
HERBERT HW. DYKE, 


Of Counsel for Defendant. 





